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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 1 1/9/2006 regarding claims 30 have been fully 
considered but they are not persuasive. 

In response to Applicant's argument that the rejection incorporates U.S. Application 
Publication 2003/0149988 (Ellis 2). However, Ellis 1 incorporates U.S. Application No. 
09/332,244. Ellis 2 is not the published application for 09/332,244, but a continuation of 
U.S. Application 09/332,244 (page 14, last paragraph), the Examiner agrees. However, 
Since 2003/04149988 is a continuation of U.S. Application 09/332,244, the disclosure of 
a continuation application (US 2003/0149988 - Ellis 2) must be the same as the 
disclosure of the prior-file application (U.S. application 09/322,244). Thus, Ellis 1 (US 
2005/0028208 - hereinafter referred to as E208) incorporates U.S. Application No. 
09/332,244 could be the same as E208 incorporates U.S 2003/0149988 (Ellis 2). 

In response to Applicant's argument that Ellis 1 (E208) fails to teach or suggest the 
claimed "comparing means for making a comparison between a data identifier included 
in the data received by the receiving means and a data identifier inputted from the 
outside" because there is insufficient evidence of inherency that Ellis teaches the 
function of comparison between a data identifier included in the data received by the 
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receiving means and a data identifier inputted from the outside, i.e., a comparison 
performed after the data has been received (page 16, last paragraph - page 19, 
paragraph 2, page 21 , last paragraph), the Examiner respectfully disagrees. 

1. Ellis discloses the user using remote access device 24 to select a program for 
recording, the information of the selected program (i.e. program identifier, title, program 
time, channel, etc.) is stored in a storage device (i.e. storage 56 - figure 5, or digital 
storage device - figure 4), at an appropriate time, the selected program is recorded in 
predetermined storage device such as digital storage device, secondary storage device, 
or storage 56 or program guide server (see including, but are not limited to, paragraphs 
0127-0128, 0163-0164. Also see reference 2003/0149988 -hereinafter referred to as 
'988, paragraphs 0060, 0082, 0087, which is incorporated by reference in its entirely - 
paragraph 0017). Thus, the data recording device inherently comprises a comparing 
means for making a comparison between a data identifier included in the data received 
by the receiving means (i.e. program identifier, program title, etc. received through the 
program source such as main facility with the program content when the program is 
aired) and a data identifier inputted from the outside (e.g. data inputted by the user 
using remote access device 24 so that the selected program is recorded at appropriate 
time. It is inherent that the comparison is performed after the data. is received, if the data 
is not received, there is nothing to be used to compare with the identifier inputted from 
the outside. 
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Furthermore, if a data identifier included in the data received by the receiving 
means (e.g. program information such as title, identifier, or time, etc. included in the 
data received by control circuit or receiving device at the video distribution facility) is not 
compared with a data identifier inputted from the outside (data identifier such as title, 
identifier, or time, etc. of the program selected to be recorded), how can the system 
recognize the selected program and stored it in a predetermined location at appropriate 
time? 

Therefore, E208 inherently discloses the function of comparison between a data 
identifier included in the data received by the receiving means and a data identifier 
inputted from the outside. 

In response to applicant's argument that there is no teaching, suggestion, or motivation 
to combine the references by arguing replacement of Ellis 1 's remote guide device 24 
with Sehr's visitor card,... Ellis 1 would no longer be capable of carrying out its intended 
operation... (page 20, paragraph 2-page 21, paragraph 2), the Examiner respectfully 
disagrees. 

The Office Action did not state replacement of Ellis 1 (E208)'s with Sehr's visitor 
card; but instead, the Examiner relies on the Sehr's reference for the teaching of card- 
type functions such as an entrance ticket. In addition, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, the suggestion, or motivation to combine the references is 
found in the references themselves. In particular, E208 discloses a portable device for 
storing user profile, and the portable device allow user to access to different services 
such as sports services, schedule recording, etc. (see include, but is not limited to, 
figure 8, paragraphs 0092, 0121, 0124-0125). E208 also discloses the portable device 
comprises communication device such as network interface card (paragraph 0093). 

Sehr also discloses a portable device for storing user profile, and the portable 
device allow user to access to different services such as access to sporting events, and 
other services (see include, but is not limited to, the abstract). Sehr further discloses the 
portable device performs card-type function such as payment for the service, used as 
an entrance ticket, and other services (see include, but is not limited to, abstract, col. 2, 
line 46-col. 3, line 12, col. 3, lines 34-62). Since Ellis discloses various modifications can 
be made by those skilled in the art to the invention (paragraph 0229), it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Ellis to use the teaching as taught by Sehr in order to reduce administration cost, 
improve productivity, better quality of service, and higher revenues associated with the 
issuance, usage, and processing of the computerized cards (col. 2, lines 2-40). 

For the reasons given above, rejections on claims 1-31 are analyzed as discussed 
below. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-6, 15-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Ellis et al. (US 2005/0028208). 

Regarding claim 1, Ellis discloses a data recording device (program guide equipment 17 
including program guide server, digital storage device, secondary storage device, 
storage 56, VCR - figures 1 , 2b, 3-5), comprising: 

receiving means for receiving data distributed through a distribution medium 
(e.g., control circuit 42 or receiving device at the video distribution facility for receiving 
program and program guide data distributed through a distribution medium 18 - see 
including, but are not limited to, figures 1 , 4-5, paragraphs 0066-0067, 0080, 0083); 
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Ellis further discloses the user using remote access device 24 to select a 
program for recording, the information of the selected program (i.e. program identifier, 
title, etc.) is stored in storage device (i.e. storage 56 - figure 5, or digital storage device 
- figure 4), at an appropriate time, the selected program is recorded in determined 
storage device such as digital storage device, secondary storage device, or storage 56 
or program guide server (see including, but are not limited to, paragraphs 0127-0128, 
01 63-01 64. Also see reference 2003/0149988 -hereinafter referred to as '988, 
paragraphs 0060, 0082, 0087, which is incorporated by reference in its entirely - 
paragraph 0017). Therefore, the recording device inherently comprises a comparing 
means for making a comparison between a data identifier included in the data received 
by the receiving means (i.e. program identifier, program title, etc. receiving through the 
program source such as main facility) and a data identifier inputted from the outside 
(e.g. data inputted by the user using remote access device 24); and storing means (i.e., 
digital storage device, secondary storage device, storage 56, or program guide server) 
for storing data having the data identifier (program with selected title, program identifier, 
etc.) when the two data identifiers coincide with each other so that the selected program 
is recorded in storage device when the selected program is aired. 

Regarding claim 2, Ellis further discloses the data recording device further comprising: 
accepting means (i.e. communications device 27 - figure 2d, or communications 
device 37 - figure 3) for accepting from a portable device which stores a data identifier 
and is set to be ready to communicate data with the data recording device, the data 
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identifier as the data identifier inputted from the outside (communications device 27 or 
37 accepts from the remote access device 24 which stores a data identifier in storage 
56 and is set to be ready to communicate data with the program guide equipment 17, 
the data identifier as identifier (i.e. identifier of program to be recorded, to be watched, 
etc.) inputted from the outside (e.g. using user interface 52 -figure 5, paragraphs 0072, 
0086, 0093, 0103, 0107, 0127-0129, 0134, 0163). 

Regarding claim 3, Ellis further discloses the data recording device further comprising: 
data reproducing for reproducing data which are read out of the storage device (e.g. 
control circuit 42 or processing circuitry 54 for retrieving the stored data from the 
storage device for playback on the display device - see including, but is not limited to, 
figures 4-5); 

wherein when referring to data stored in the storing means and detecting stored 
data corresponding to the data identifier from the accepting means, the comparing 
means reads the data out of the storing means to the data reproducing means, and 
when the data are not yet stored in the storing means (i.e. determining whether the 
portion of the program has already been cached - see "988, paragraph 0197), the 
comparing means compares a data identifier which is included in the data received by 
the receiving means with a data identifier from the portable device (remote access 
device 24), and the storing means stores data having the corresponding data identifier 
according to results of the comparison (see including, but are not limited to, figures 3-5, 
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paragraphs 0082, 0103, 0107, 0115, 0127 and "988, paragraphs 0187, 0126, 0149, 
0153,0157,0187,0197). 

Regarding claim 4, Ellis further discloses wherein a data identifier to be accepted by the 
accepting means includes a partial data identifier (i.e. identifier of an episode/segment 
of program series) for identifying partial data included in the data, and the storing means 
reads out the corresponding partial data to the data reproducing means when the partial 
data identifier is accepted (storing means reads out requested episode/segment for 
playback - see including, but are not limited to, paragraphs 0017, 0128-0129; "988, 
paragraphs 0177-0180). 

Regarding claim 5, Ellis further discloses the data recording device further comprising: 

data reproducing means for reproducing data read out of the storing means 
(control circuitry or processing circuitry for reproducing data read out of the storing 
device for playing back on the display device - figures 4-5; "988, paragraphs 0153, 
0157); 

displaying means for displaying an icon which corresponds to the data identifier 
accepted by the accepting means (i.e. displaying device for displaying icon corresponds 
to the program/recorded program that allow user to select the program to playback- see 
including, but are not limited to, figures 7-11, paragraphs 0110, 0170; '988, figures 18a- 
21); 
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input means for selectively inputting the icon displayed by the display means 
(e.g. remote control device or remote access device for selecting the icon on the display 
device - see including, but are not limited to, figures 4-10, "988, figures 18a-21); 

wherein when referring to data stored in the storage means and detecting stored 
data having a data identifier corresponding to the icon inputted by the input means, the 
comparing means reads the data out of the storing means to the data reproducing 
means (e.g. retrieve program/segment having program/segment identifier associated 
with the selected icon, and the retrieved content is provided to the control circuitry or 
processing circuitry for reproducing and playing back on the display screen - see 
including, but are not limited to, figures 4-10, "988, figures 18a-21, paragraphs 0153- 
0157). 

Regarding claim 6, Ellis further discloses wherein a data identifier to be accepted by the 
accepting means includes a partial data identifier for identifying partial data included in 
the data (i.e. program/segment title, program/segment identifier, etc. - see including, 
but are not limited to, paragraphs 0127, 0155, 0163), and when referring to the data 
stored in the storing means and detecting stored partial data having a partial data 
identifier corresponding to the icon inputted by the input means, the comparing means 
reads the partial data out of the storing means to the data reproducing means (e.g. 
storing means reads out requested episode/segment for playback - see including, but 
are not limited to, figures 4-10, paragraphs 0017, 0128-0129; "988, figures 18a-21, 
paragraphs 0153, 0157, 0177-0180). 
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Regarding claims 15-16, the claimed recording program for performing the process is 
broader in scope than the claimed recording devices in claims 1 and 3, and are 
analyzed as discussed in the rejections of claims 1 and 3. 

Regarding claims 17-18, the limitations of the recording medium as claimed correspond 
to the limitations of the data recording program for performing the processes as claimed 
in claims 15-16, and are analyzed as discussed in the rejections of claims 15-16. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 7-13, 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ellis et al. (US 2005/0028208). 

Regarding claim 7, the limitations of the performance recording system that correspond 
to the limitations of the data recording device in claim 1 are analyzed as discussed in 
the rejection of claim 1 . For the additional limitation of portable device which is superior 
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in carryability and capable of obtaining and storing a data identifier given to a 
performance is met by remote access device (24) which may be any device suitable 
personal computer, portable computer, palmtop computer, handheld personal computer, 
display remote, touch screen remote, automobile PC, PDA or any other suitable 
computer based device and capable of obtaining and storing data identifier given to a 
performance such as title of a program, program identifier, etc.- paragraph 0092, 
figures 1,5); 

for the additional limitation "a distribution medium for distributing record data of 
the performance as data together with the data identifier" is met by distribution medium 
(18) for distributing program and program guide data and other information to the 
interactive program guide television equipment 17 - figure 1 , paragraphs 0066-0069); 

for the additional limitation "a data recording device which stores record data 
based on the data identifier from the portable device and the data identifier from the 
distribution medium" is met by storage device at television equipment 17 which store 
program/program segment/program guide data based on data identifier (program title, 
program identifier, etc.) from the remote access device (24) and the data identifier from 
the distribution medium (18 - see including, but are not limited to, figures 1 , 2b, 3-5, 
paragraphs 0017, 0110, 0127, 0163). 

Ellis further discloses remote access device (24) which may be any^ device suitable 
personal computer, portable computer, palmtop computer, handheld personal computer, 
display remote, touch screen remote, automobile PC, PDA or any other suitable 
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computer based device and capable of obtaining and storing data identifier given to a 
performance such as title of a program, program identifier, etc.- paragraph 0092, 
figures 1 , 5) and the remote access device is capable of obtain and store a data 
identifier at any location (i.e. when a user is caught in traffic in an automobile - 
paragraph 0017). Since the remote access device is a portable unit as indicated above, 
it would have been obvious to one of ordinary skill in the art that the portable device (24) 
is capable of obtaining and storing a data identifier given to a performance at a 
performance site in order to at least improve accuracy of user desired data. 

Regarding claims 8-12, the additional limitations as claimed correspond to the additional 
limitations as claimed in claims 2-6, and are analyzed as discussed with respect to the 
rejection of claims 2-6. 

Regarding claim 13, Ellis further discloses the portable device is a mobile phone 
capable of receiving the data identifier which is transmitted by radio waves (paragraph 
0092). 

Regarding claim 31, Ellis discloses a data recording device as discussed in the rejection 
of claim 4. Ellis further disclose selecting images of scenes in the performance by user 
input (interpreted as user selection of title, video clip, detail description, graphic of 
particular program/episodes - see include, but is not limited to, figures 7-8, 42, 
paragraphs 01 13-0115), wherein the portable device stores the images of scenes in the 
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performance (interpreted as the remote access device stores program guide information 
comprises video clips, detailed descriptive information of the program in storage 56 - 
see include, but is not limited to, paragraph 0129), the images are for identifying the 
partial data included in the data (the images such as title, video clips, detailed 
descriptive information identifying partial of data included in the data of program/episode 
- see include, but is not limited to, paragraphs 0067, 01 15, 0129), the storing means 
reads out the corresponding partial data to the data reproducing means when the 
respective image is selected (interpreted as storage device (e.g. digital storage device, 
secondary storage device, or program guide server, or storage 56 reads out video clips, 
program, or episode to the processing circuitry/control circuitry for display the 
corresponding selected video clip, program, or episode when the user select to 
playback the program/episode or additional information either on the television display 
at the user television equipment or on the display of the remote access device (see 
include, but is not limited to, figures 4-5, paragraphs 0113-0115, 0130-0131, 0133- 
0134). However, Ellis does not explicitly disclose the program guide information, or 
detailed descriptive information are still images. Official Notice is taken that using still 
images correspond to program, or scene or episode in program guide or in detailed 
description is well known in the art. For example, displaying still images of television 
program, in program guide screen or in the detailed description window. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Ellis to use the well-known teaching of still mages in program guide or 
in detail description and allow user to select the still image for the corresponding 
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program in order to enhance the convenience of using electronic program guides or 
detailed description. 

6. Claims 14, 19-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ellis et al. (US 2005/0028208) in view of Sehr (US 6,999,936). 

Regarding claim 14, Ellis discloses a recording system comprises a portable device as 
discussed in the rejection of claim 7. Ellis further discloses remote access device (24) 
which may be any device suitable personal computer, portable computer, palmtop 
computer, handheld personal computer, display remote, touch screen remote, 
automobile PC, PDA or any other suitable computer based device and capable of 
obtaining and storing data identifier given to a performance such as title of a program, 
program identifier, etc.- paragraph 0092, figures 1 , 5). However, Ellis does not 
specifically disclose the portable device is a card-type device (deyice performs function 
of a card). 

Sehr discloses the portable device is a card type device (e.g. portable visitor card 
device) to which an identifier is magnetically or electronically writable for perform 
function of the card such as payment, or admission, etc. (see including, but are not 
limited to, abstract, col. 2, line 46-col. 3, line 12; col. 3, lines 34-62). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Ellis to use the teaching as taught by Sehr in order to reduced administrative 
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cost, improved productivity, better quality of service, and higher revenues associated 
with the issuance, usage, and processing of the computerized cards (col. 2, lines 2-40). 

Regarding claim 19, the limitations as claimed that correspond to the limitations as 
claimed in claim 7 are analyzed as discussed with respect to the rejection of claim 7. 
However, Ellis does not specifically disclose the additional limitation of portable device 
is used as an entrance ticket for a performance. 

Sehr disclose a portable device used as an entrance ticket for a performance (portable 
ticketing card/ portable visitor card device used for the admission to events such as 
sporting activities or other entertainment programs- see including, but are not limited to, 
abstract, col. 3, lines 34-62). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Ellis to use the teaching as 
taught by Sehr in order to reduced administrative cost, improved productivity, better 
quality of service, and higher revenues associated with the issuance, usage, and 
processing of the computerized cards (col. 2, lines 2-40). 

Regarding claims 20-24, the additional limitations as claimed correspond to the 
additional limitations as claimed in claims 8-12, and are analyzed as discussed with 
respect to the rejections of claims 8-12. 
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Regarding claim 25, Ellis in view of Sehr teaches a system as discussed in the rejection 
of claim 19. Ellis further discloses information storing means (i.e. storing device for 
previously storing program guide data in the television equipment 17) corresponding to 
partial data included in the data (see including, but are not limited to, paragraphs 0073, 
0078,0083, 0089); 

reproducing means (control circuitry, processing circuitry, or producing device in 
program server) for producing the information stored in the information storing means 
(retrieve program guide data from the storage device and generate the program guide 
display screen using retrieved from guide data - see including, but are not limited to, 
paragraphs 0073, paragraph 0078, 0102). 

Regarding claims 26-30, the additional limitations as claimed correspond to the 
additional limitation as claimed in claims 8-12, and are analyzed as discussed with 
respect to the rejections of claims 8-12. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Oosterhout et al. (US 6,405,371 ) discloses navigating through television 
programs. 
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Croy etal. (US 6,476,825) discloses hand-held video viewer and remote control 
device. 

Lawler et al. (US 5,699,107) discloses program reminder system. 
Shafer (US 5,841 ,483) discloses use of an audio processing channel in a 
television receiver during a multipicture mode of operation. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this finaj action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son P. Huynh whose telephone number is 571-272- 
7295. The examiner can normally be reached on 9:00 - 6:30. 

. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher S. Kelley can be reached on 571-272-7331 . The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Son P. Huynh February 2, 2007 




